
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



09/574,840 



34026 



05/19/2000 



7590 



03/03/2005 



JONES DAY 

555 WEST FIFTH STREET, SUITE 4600 
LOS ANGELES, CA 90013-1025 



Edgar A. Mendoza 



260/061 



1340 



EXAMINER 



KALIVODA, CHRISTOPHER M 



ART UNIT 



PAPER NUMBER 



2883 

DATE MAILED: 03/03/2005 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



too 



* 

Office Action Summary 


Application No. 

09/574,840 


Applicant(s) 

MENDOZA ET AL 


Examiner 

Christopher M. Kalivoda 


Art Unit 

2883 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
• Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

Any reply received by the Office later than three months after the mailing date of this communication, even if timely Tiled, may reduce any 
earned patent term adjustment. See 37 OFR 1.704(b). 

Status 

I) ^ Responsive to communication(s) filed on 15 February 2005 . 
2a)M This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-11.18.20.22-30.33-39 and 41-46 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) |3 Claimfs) 1-11. 18.20.22-30.34-39 and 41-46 is/are allowed. 

6) E3 Claim(s) 33 is/are rejected. 

7) 13 Claim(s) 27 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) ^3 The specification is objected to by the Examiner. 

10)^ The drawing(s) filed on 15 April 2004 is/are: a)D accepted or b)^ objected to by the Examiner. 
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

II) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

1 2)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 
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DETAILED ACTION 
Response to Arguments 

Please note this case has been transferred to a new examiner. 

Applicant's arguments, filed 02/15/2005, with respect to claims 15, 16-18, 33 and 
40 and 42-46 have been fully considered and are persuasive. The rejection of these 
claims has been withdrawn. 

Applicant's request for reconsideration of the finality of the rejection of the last 
Office action is persuasive and, therefore, the finality of that action is withdrawn. 

Specifically, Examiner agrees that the Najafi et al. reference does not teach the 
use of a gray scale mask as recited in independent claim 33. However, as will be 
shown below, U. S. Patent 6,665, 014 to Assadi et al. teaches the limitations of claim 
33. Accordingly, a new Final Rejection follows. 

Specification 

Applicant is reminded of the proper language and format for an abstract of the 
disclosure. 

The abstract should be in narrative form and generally limited to a single 
paragraph on a separate sheet within the range of 50 to 1 50 words. It is important 
that the abstract not exceed 150 words in length since the space provided for the 
abstract on the computer tape used by the printer is limited. The form and legal 
phraseology often used in patent claims, such as "means" and "said," should be 
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avoided. The abstract should describe the disclosure sufficiently to assist readers in 
deciding whether there is a need for consulting the full patent text for details. 

The language should be clear and concise and should not repeat information 
given in the title. It should avoid using phrases which can be implied, such as, 'The 
disclosure concerns," "The disclosure defined by this invention," 'The disclosure 
describes," etc. 



Drawings 

The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(5) 
because they do not include the following reference sign(s) mentioned in the 
description: On page 13, line 1 1 of the amended specification dated 4/15/2004,, the 
amended specification references 170-172 in Figure 17. However, these references do 
not appear in the drawings dated 4/15/2004, which include Figure 17. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. Each drawing sheet 
submitted after the filing date of an application must be labeled in the top margin as 
either "Replacement Sheet" or "New Sheet" pursuant to 37 CFR 1 .121 (d). If the 
changes are not accepted by the examiner, the applicant will be notified and informed of 
any required corrective action in the next Office action. The objection to the drawings 
will not be held in abeyance. 
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The drawings are objected to as failing to comply with 37 CFR 1.84(p)(5) 
because they include the following reference character(s) not mentioned in the 
description: Figure 1 contains reference sign 12, Figure 19 contains reference signs 
183-184 and Figure 20 contains step 95 in block 196 all of which are not in the 
specification. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d), or amendment to 
the specification to add the reference character(s) in the description in compliance with 
37 CFR 1 .121 (b) are required in reply to the Office action to avoid abandonment of the 
application. Any amended replacement drawing sheet should include all of the figures 
appearing on the immediate prior version of the sheet, even if only one figure is being 
amended. Each drawing sheet submitted after the filing date of an application must be 
labeled in the top margin as either "Replacement Sheet" or "New Sheet" pursuant to 37 
CFR 1.121(d). If the changes are not accepted by the examiner, the applicant will be 
notified and informed of any required corrective action in the next Office action. The 
objection to the drawings will not be held in abeyance. 

Claim Objections 

Claim 27 is objected to because of the following informalities: A comma should 
be inserted in line 2, after the word input. Appropriate correction is required. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.SC 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 33 is rejected under 35 U.S.C. 103(a) as being unpatentable over Assadi 
et al., U.S. Patent 6,655,014. Regarding independent claim 33 as claimed, Assadi et al. 
teach an integrated optic device having a spatially varying refractive index profile 
comprising a substrate (col 2, line 67-col 3, line 2 and Fig 4, ref sign 16), a 
photosensitive sol-gel derived thin film on a substrate (col 3, lines 9-12 and Fig 3/4, ref 
sign 26), the sol-gel film including a spatially varied refractive index profile (col 3, lines 
9-12 and Fig 4, ref sign 30) and being formed by a process comprising i.) forming a 
photosensitive sol-gel film on the substrate (col 2, line 67-col 3, line 2 and Fig 4, ref sign 
16), ii.) exposing the sol-gel film through a gray scale mask to light, wherein the gray 
scale mask includes a gray scale image corresponding to the integrated optic device 
(col 3, lines 30-31 and Fig 3, refs sign 24), and iii.) heat treating the sol-gel film (col 3, 
lines 15-17). 

While the reference does not specifically state "spatially varied refractive index 
profile", clearly the refractive index profile spatially varies since a gray scale mask is 
used when irradiating the sol-gel and the exposure pattern in the sol-gel is graded (col 
3, lines 9-12) and would provide improved characteristics (col 1, lines 39-40). 
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Allowable Subject Matter 

Claims 1-11,18, 20, 22-30, 34-39 and 41-46 are allowed. 

Claims 1-11, 20, 22-30 and 34-39 are allowed for the reasons previously stated 

The following is a statement of reasons for the indication of allowable subject 
matter: Regarding independent claim 41 , a review of prior art failed to make obvious, 
disclose or fairly suggest a plurality of embedded waveguide channels wherein each 
waveguide channel comprises a different concentration of photodeposited metal oxide 
than that of the other waveguides in said plurality in addition to the accompanying 
features of the claim. 

Claim 18; and 42-46 are allowed by virtue of their dependency upon claims 1 
and 41 respectively. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. U.S. Patent 6,368,775 to Potter et al. describes a spatially 
varying refractive index profile made in a sol-gel film on a substrate. It is silent with 
respect to a gray scale mask. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
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TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christopher M. Kalivoda whose telephone number is 
(571 ) 272-2476. The examiner can normally be reached on Monday - Friday (8:30 - 



If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Frank G. Font can be reached on (571 ) 272-2415. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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